
The OHIM has declared that a Me-
diation Service could be available 
at the end of this month to parties 
involved in appealed cases allo- 
wing them to reach an amicable 
settlement in trademark and design 
cases without the requirement of a deci-
sion from the Board.  In order to request 
for this new service, an appeal should 
have already been filed, and the co-
rresponding fees of 800 Euros paid, but 
no other additional charges would have 
to be paid by the parties if the mediation 
takes place at the OHIM’s  offices in Ali-
cante. Otherwise, a fixed fee of 750 Eu-

ros will have to be paid to cover 
the mediator’s travel expenses to 
Brussels. The process is not binding 
on the parties but is expected to 
lead to the settlement of the          

appeal procedure. The alternative is to 
proceed with an appeal, which takes on 
average one and half years. Mediation is 
not about resolving  legal issues, but to 
encourage rights holders to deal with the 
real conflicts in business interests, for e-
xample it may be the case that the two 
parties with conflicting rights operate in 
completely different markets and they 
could agree to keep it that way.  
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The Provincial Court of Bilbao has ruled a decision according to which links for 
downloading copyright works constitute an act of public communication, sentencing 
the owners of two web pages to one year of imprisonment for the mere fact of provi-
ding links. The Court  has stated that "even considering that the files were not 
downloaded in the Internet server of the defendants, and assuming that they only o-
ffer mere links, this constitutes  an act of public communication  according to the 
Spanish the Criminal Code." The decision points out that  the issue is not assess 
whether or not the content of the provided links is illicit, rather than to determine 
if  the activity conducted by the defendants entails an act of public communication. 
Consequently,  the Judge considered that the defendants provided a direct link re-
trieved from another web page turning it into a downloadable file in a new site. Thus, 
this act infringes third parties rights since the contents of  the web page are available 
to any users of the new site. In addition to this, the defendants obtain relevant profits 
from this activity recognizing that they obtain revenues from advertising.  
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On September 22 took place in Barcelona  the 
2011 Awards Ceremony  which acknowledges 
the 40 leading lawyers under the age of 40 of 
Spain and Portugal. Ignacio Temiño, founder 
Partner of Abril Abogados and  Head of the Liti-
gation Department of the firm has been awar-
ded with the “Iberia’s Top  40 Lawyers under 40 
Award”. This award recognizes Ignacio as one of 
the forty best lawyers of 2011 due to its profes-
sional achievements in Intellectual Property  and 
Copyrights, as well as the professional experien-
ce of our firm  which has reached  to be, after 

ten years, one of the most 
relevant and referen-
ced  firms specialized in IP 
and New Technologies. This 
year the Jury included  by 
General Counsels from prestigious companies 
such as Vodafone, Banco Santander, Telefonica, 
Banesto, Bristish Airways, Carrefour, Cepsa, In-
dra, Jazztel and NH Hoteles among others, has 
selected the winners over more than two hun-
dred young lawyers coming from both law firms 
and in-house legal deparments.  
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has been once again 
included in the ranking 
of the prestigious pub-
lication IAM Licensing 
250 as one of the dis-
tinguished Spanish In-
tellectual Property  and 
New Technologies 
firms, in the field of 
Technology Transfer. 
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The US Federal Trade Commission 
came to a settlement concerning the 
false advertising issue conducted by 
Reebok International Ltd. for their 
toning shoes, making the company 
refund over $25 million to customers 
who bought them. This decision con-
cerns two products: the EasyTone 
walking shoes and the RunTone ru-
nning shoes. The advertisements re-
vealed a unique technology used in 
the manufacturing of the shoes' soles 
that was supposed to give tone and 
strength to the wearer’s legs and 
buttocks. The issued complaint re-
garded a false claim concerning the 
percentage of tone and strength 

developed by the 
consumers as a 
direct result of 
using the Reebok 
products. The 
sportswear com-
pany made a number of claims in its 
advertising and marketing material 
that the FTC said it could not su-
pport. Among the claims are Easy-
Tone footwear having been proven 
to lead to 28 percent more strength 
and tone in the buttock muscles. Un-
der the settlement, Reebok is also 
barred from making any claims that 
the shoes add strength unless they 
are backed by scientific evidence. 

The WIPO has planned to introduce 
a  project to build a common digital plat-
form which will help the identification of 
protected musical works across 11 West 
African countries, enabling creators from 
these countries  to get paid for their work 
through a simplified and standardized 
rights registration system. U.S. firm Google 
will be WIPO’s technology partner in deve-
loping this new web-based system, which 
builds upon WIPOCOS (WIPO Software for 
Collective Management of Copyright and 
Related Rights).The 11 countries involved 
in the current phase of the project are Be-
nin, Burkina Faso, Côte d’Ivoire, Gambia, 
Ghana, Guinea, Mali, Niger, Nigeria, Sene-
gal and Togo. 
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The General Court has confirmed the existence of likeli-
hood of confusion between the CTM “LINEA NATURA 
Natur hat immer Stil” and “NATURA SELECTION”. The di-
fferences existing between the confronted trademarks, i.e. 
the additional verbal and figurative elements do not out-
weigh the presence of the common element 
“NATURA” shared by both marks. The Board of A-
ppeal already stated that this term has a normal 
distinctive character.  Even though it is a Latin word meaning 
“nature”  and  having close equivalents in Spanish, Italian, English, French 
and German,  this term is understood by a majority of European consu-
mers as evoking natural or ecological things without necessarily being 
descriptive for the goods and services in the here concerned classes 8, 
14, 16, 20, 21, 24, 25 and 27. Consequently and according to the Court, 
the fact that the marks share “the distinctive” word “NATURA” and the 
other elements being of limited distinctiveness, was sufficient to find a 
certain degree of similarity. Therefore, it was ruled that  consumers may 
believe that the contested CTM “LINEA NATURA Natur hat immer Stil” 
and the earlier one “NATURA SELECTION” come from the same underta-
king and come from economically-linked companies.  
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The Spanish designer 
Agatha Ruiz de la Prada 
who became famous for 
putting fuchsia hearts, 
dots and flowers on everything from dresses to 
teacups, will not be able to keep on using 
her  reputed designs in some clothing, footwear 
and cosmetic products.  According to the deci-
sion issued by the General Court, the designer’s 
Community Trademark application consisting 
on the well known flower is confusingly similar 
to the prior right owned by the company Mary 
Quant Ltd represented by a black flower. The 
judgment confirms  that the confronted trade-
marks consist both on a particular flower device 
containing five petals and a very similar cir-
cle  placed in the middle, being their different 
colors not relevant enough to produce a diffe-
rent impression among users and consumers.  
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Fed up with the continuous amendments intro-
duced  by the social network Facebook, the user 
Realbigfatty published some simple steps explaining 
how to annoy Facebook or more particularly its em-
ployees at the British headquarters. This campaign consists 
on encouraging the users to exercise their right of access re-
questing  to send out copies of personal data it holds on its 
users. According to the European data Protection laws, Face-
book has to send a hard copy – likely to be a CD – of its users 
personal data. In the case of the UK and Ireland, it must send 

out a CD within 40 days. The UK information co-
mmissioner's office declared that Facebook could 
lawfully send out the data by email, or whichever 
format was the most convenient. The social net-

work could even direct users to its "export your data" web-
page if that satisfied the request. However due the flood of 
requests, the company's data access request team was forced 
to send out emails telling users  that there will be a significant 
delay in getting their personal data out to them. 

How to annoy Facebook?How to annoy Facebook?  
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On a recent decision issued on October 
20, 2011 the Court of Justice has dism-
issed the appeal filed by the company 
PepsiCo against the decision of invalidi-
ty regarding its Community Design  rela-
ted to ‘pogs’ or ‘tazos’ – small circular 
discs used as promotional items for 
merchandise, usually aimed at children, 
generally used to promote biscuits or 
potato snacks. The invalidity of there 
here concerned case relies on the prior 
designs owned by Grupo Promer. A-
ccording to PepsiCo, the three similari-
ties considered by the Court as su-
fficient to create a similar overall im-
pression i.e. circled central shape, rai-

sed edge and dimensions, result from 
the nature of the goods themselves and 
are common characteristics to this kind 
of products, therefore being the free-
dom of the designer limited to them. 
Moreover, PepsiCo stated that the ave-
rage consumers clearly distinguish both 
designs.  As far as the average 
consumer’s level of attention is concer-
ned, the Court has declared that the 
consumer of these goods, even if  it is 

not deemed to be the average consu-
mer  reasonably well informed and rea-
sonably observant and circumspect who 
immediately perceives the design as a 
whole and whose different details does 
not examine, this consumer will neither 
be an expert nor a technician able to 
observe in detail the small differences 
existing between the confronted de-
signs. Therefore, the adjective “well in-
formed” suggests that, apart from being 
a designer or a technician, the user 
knows the different designs already 
existing in the relevant field of activity 
and owns a has a high level of attention.  
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The Supreme Administrative Court of Finland asked the Court 
of Justice whether it is permissible under the Regulation on 
the protection of geographical indications for spirits drinks 
(Regulation EC nº 110/2008) to register national trademarks 
containing the term “Cognac” for products which, in terms of 
manufacturing method and alcohol content, do not meet the 
requirements set for the use of the geographical indication 
“Cognac”. The Court answers that even though the contested 
marks were registered on 2003, that is, well before the cited 
regulation came into force, the regulation is applicable in the 
here concerned case, bearing in mind that the obligation of 
the Member States to prevent the use of geographical indica-
tions on spirits which do not originate from the place des-

ignated by that indication  exists in the EU sin-
ce  January 1, 1996.  In addition to this,  the 
Court  declares that the two Finnish trade-
marks cannot benefit from the derogation 
provided for under the regulation, in accor-
dance with which the use of a mark which was 
acquired before the date of protection of the 
geographical indication in the country of origin (or before 1 
January 1996) is permitted, even if it adversely affects the 
geographical indication concerned. In that regard, the Court 
points out that, independently of the protection it enjoys un-
der French law, the term “Cognac” has been protected as a 
geographical indication under EU law since 15 June 1989.  

Geographical IndicationsGeographical Indications 
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Repackaging of pharmaceutical productsRepackaging of pharmaceutical products  

Patents 

  On the way to obtain the EUOn the way to obtain the EU––  wide patentwide patent  

The Court of Justice has issued a preliminary 
ruling regarding parallel imports and re-           
packaged medicinal products. According to 
the Court, Article 7(2) of Directive 89/104 
must be interpreted as not allowing the proprietor of a trade 
mark relating to a pharmaceutical product which is the sub-
ject of parallel imports to oppose the further marketing of 
that product in repackaged form on the sole ground that the 
new packaging indicates as the repackager not the underta- 
king which, on instructions, actually repackaged the product 
and holds an authorization to do so, but the undertaking 
which holds the marketing authorization for the product, on 
whose instructions the repackaging was carried out, and 
which assumes liability for the repackaging. 

The unitary patent came closer to achievement 
since the Competitiveness Council has agreed 
on two draft proposals on the creation of an 
EU. The next step will be the approval of these 
drafts in the European Parliament. Patenting an invention is 
very expensive in Europe, due to the translation costs. As 
things are now, applications have to be translated into the 
language of the country where protection is applied for. A-
ccording to the new regime, applications will only have to be 
translated into one of the three working languages: English, 
German or French. Even though, Italy and Spain have de-
cided to opt out, as they disagree with the language regime, 
the companies from those two member states are not ex-
cluded from taking out a unitary patent. 


